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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
Claim 2 is currently pending. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 12, 2008 has been entered. 

Claim Rejections - 35 USC §112 

Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The claim states the limitation that the urethane resin is 
hydrophobic, but not how hydrophobic the resin has to be. As evidenced by Grinstein et 
al. (US 5,889,092), the thickeners used in the ink formulation art can be polyurethanes 
that are water soluble, but contain hydrophobic groups (Column 1 , lines 16-47). Thus, 
there are varying degrees of hydrophobicity for a urethane that is part of an ink 
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formulation. There is no indication if a water soluble polyurethane with hydrophobic 
groups would meet the limitations of the instant claim. 



Claim Rejections - 35 USC § 103 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Handforth 
in view of Schnee (US 3,936,547). Handforth (Column 2, lines 7 through 25) teaches 
printing an ink composition comprised of two polymers (A and B) and a pigment on a 
substrate. The substrate can be paper (Column 3, lines 43 through 51). When the 
substrate is paper, the primary polymer A can be a methyl methacrylate (an acrylic 
resin) (Column 4, lines 45 through 58). Polymer B can be a polyurethane-containing 
resin (urethane resin) (Column 3, lines 56 through 60). The pigment can be a 
pearlescent pigment, which the Examiner is considering to be a scaly foil of a bright 
pigment (Column 9, lines 1 through 10). The ink can be printed on the paper using 
gravure printing (Column 5, lines 56 through 59). Handforth (Column 3, lines 3 through 
12) further teaches that the urethane component in the ink binder is an adhesion 
promoter in an aqueous composition. Handforth (Column 4, lines 3-8) teaches that 
Polymer B can be substantially water-insoluble (hydrophobic). Handforth does not 
teach impregnating the paper with a resin and curing. Schnee (Column 1 , lines 40 
through 43) teaches a process for impregnating paper with a melamine resin solution 
and then drying (curing). Melamines are thermoset resins. Schnee (Column 2, lines 58 
through 65) further teaches that the impregnated paper can be a decorative paper. The 
melamine impregnation solution contains water or water-miscible solvents, in order to 
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easily and deeply impregnate the paper substrate (Column 2, lines 1 through 7). It 
would be obvious to one of ordinary skill in the art to use the decorative paper of 
Handforth as the paper to be impregnated by the melamine resin of Schnee because 
the urethane binder would maintain adhesion of the ink in the aqueous melamine resin. 



Response to Arguments 

Applicant's arguments filed February 12, 2008 have been fully considered but 
they are not persuasive. 

Applicant argues that the urethane of Handforth is not hydrophobic. As stated 
above, the urethane of Handforth can be substantially water-insoluble. Further, as 
stated above, as evidenced by Grinstein et al., even water soluble polyurethanes can 
have some degree of hydrophobicity. Further, the teaching from the instant application 
that urethane is hydrophobic is inferred from the behavior after the ink has dried, but 
does not specify to what degree the urethane is hydrophobic. The instant specification 
teaches that the urethane can be a carboxyl group containing polyurethane resin. 
Handforth (Column 4, lines 3-8) teaches that carboxyl groups are hydrophilic groups, 
and thus, the resin of the instant application would have some degree of hydrophilic 
behavior. 

Due to amendments to the claims, the 35 U.S.C. 112, second paragraph 
rejections from the September 13, 2007 Office Action are withdrawn. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to Elizabeth Robinson whose telephone number is 
(571)272-7129. The examiner can normally be reached on Monday- Friday 8 AM to 
4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on 571-272-1284. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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